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Art Unit: 3677 

Initially, in regards to the claim identifiers, the claim identifiers for claims 26 and 
27 appear incorrect because with 26 as "(new)" how is 27 "(canceled)", 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-15, 17-19 and 21-26 are rejected under 35 U.S.C. 112, second 

paragraph, as being indefinite for failing to particularly point out and distinctly claim the 

subject matter which applicant regards as the invention. In light of applicant's remarks, 

it is unclear what is the structure intended by the claimed "knurled portion", "flute", 

"circumferential lip" and "transition section". By way of arguments, the applicant 

contends that what is generally considered in the art to be a knurl, flute, circumferential 

lip and transition are in fact not but, then never indicates what they are. In general, it is 

unclear what applicant intends as the meets and bounds of the claimed "knurled 

portion", "flute", "circumferential lip" and "transition section" because applicant is arguing 

away from their recognized meaning. Applicant should make clear what is intended by 

the terms in question; if it is as those features are disclosed in the specification then that 

should be made clear. For the purposes considering the features in relation to the prior 

art, they were given their broadest reasonable interpretation. In re Pearson . 181 USPQ 

641 (CCPA 1974). 



Claim Rejections - 35 USC § 102 
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Claim 12, 14 and 17 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Searelle (US 877,131 ). Searelle discloses a screw comprising a shank with a tip (5) at 
one end and a head (2) at the other end with a circumferential lip (9); a thread (1) is 
provided on the shank; two flutes (4) are provided on the shank between the thread and 
head which inherently would include a transition section; and the head includes a rib (7) 
on a lower surface thereof which is "continuous" between its ends. 



Claim Rejections - 35 USC § 103 

Claim 12, 14 and 17 are alternatively rejected under 35 U.S.C. 103(a) as being 
anticipated by Searelle (US 877,131) in view of Lieggi (US 5,518,352). Searelle 
discloses a screw comprising a shank with a tip (5) at one end and a head (2) at the 
other end with a circumferential lip (9); a thread (1) is provided on the shank; two flutes 
(4) are provided on the shank between the thread and head which inherently would 
include a transition section; and the head includes a rib (7) on a lower surface thereof. 
Searelle does not disclose the lip to be an uninterrupted circumferential lip. Lieggi 
discloses a screw wherein the head includes an uninterrupted circumferential lip (26). 
At the time the invention was made, it would have been obvious for one of ordinary skill 
in the art to provide the head of Searelle with an uninterrupted circumferential as 
disclosed in Lieggi because the lip provides an improved finish to the surface and 
disclosed therein. 
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Claims 1, 3-8, 10, 11-15, 17, 24 and 25-27 (some alternatively) are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Searelle in view of Jones (US 
471,179). Searelle discloses a wood screw comprising a shank with a self-drilling tip (5) 
at one end and a head (2) at the other end including a circumferential lip (9), a thread 
(1 ), two flutes (4) between the thread and head extending to a neck of the screw 
inherently including a transition to the thread; and a rib (7) on a lower surface of the 
head. Searelle does not disclose a knurled portion between the thread and head. 
Jones also discloses a wood screw having a shank with a tip (a), a head (c) and a 
thread (b) but, in Jones there is further provided a knurled portion (d) located between 
the thread and head which inherently must in include a transition. In the embodiment of 
Fig. 6, the knurl is shown to have intersecting troughs. At the time the invention was 
made, it would have been obvious for one of ordinary skill in the art to provide the shank 
of Searelle with a knurled portion as disclosed in Jones in order to provide the screw of . 
Searelle with a securement means to prevent slipping during rolling of the threads (see 
pg. 2, 1. 1 1-20 in Jones). The "positive lock" as described in Jones would improve the 
rolling of the threads in Searelle by preventing the unwanted slipping of the rolling-dies. 
Once the combination was made, the skilled artisan would have recognized to use the 
screw in particle board and polymer or bulging material because those materials are 
well know for screw attachment and therefore when is screw in inserted in those 
materials the result of the particle and budge displacement would be inherent since the 
structure is the same as that claimed. 
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Claims 2 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Searelle in view of Jones or Searelle alone as applied to claims 1 and 12 above, and 
further in view of Koing (US 5,772,379). Searelle does not disclose the first and second 
different ribs. Koing discloses a screw including first (8) and second (9) different ribs on 
the underside of a head (1 ) and further discloses the head having a circumferential lip 
(5) one of the ribs extending to the shank (see Figs. 4 and 5). At the time the invention 
was made, it would have been obvious for one of ordinary skill in the art to provide the 
underside of the head of Searelle with ribs as disclosed in Koing in order to provide an 
improved countersink means by improving the cutting action and chip as discussed in 
Koing. 

Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fluckiger 
or Searelle in view of Jones as applied to claim 7 above, and further in view of Farrell 
(US 4,653,244). Farrell teaches to provide the upper surface of a screw head with a 
roughened surface (at 18). At the time the invention was made, it would have been 
obvious for one of ordinary skill in the art to provide the screw of Fluckiger or modified 
Searelle with a roughened surface as disclose in Farrell so as to provide an improved 
adhesion surface for a joint compound or other covering material depending upon the 
application. 

Claims 18, 19 and 21-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jones in view of Koing. Jones discloses a screw comprising a shank 
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having a tip (a), a head (c), a thread (b) and, a knurled portion (d) between the head 
and thread with a transition but, does not disclose the underside of the head provided 
with a rib. Koing discloses a screw including first (8) and second (9) different ribs on the 
underside of a head (1) and further discloses the head having a circumferential lip (5) 
one of the ribs extending to the shank (see Figs. 4 and 5). At the time the invention was 
made, it would have been obvious for one of ordinary skill in the art to provide the 
underside of the head of Jones with ribs as disclosed in Koing in order to provide a 
countersink means. The countersink means would be advantageous in Jones to 
facilitate the formation of the countersink to allow the upper surface of the head to be 
flush with the surface. 



Claims 10 and 21 are alternatively rejected under 35 U.S.C. 103(a) as being 
unpatentable over Searelle in view of Jones and Jones in view of Koing as applied to 
claims 7 and 18 respectively, and further in view of Lieggi. Lieggi discloses a screw 
wherein the head includes an uninterrupted circumferential lip (26). At the time the 
invention was made, it would have been obvious for one of ordinary skill in the art to 
provide the head of modified Searelle or Jones with an uninterrupted circumferential as 
disclosed in Lieggi because the lip provides a further improved finish to the surface and 
disclosed therein. 

Response to Remarks 

Applicant argues that Fluckiger fails to disclose the both the claimed knurled 
portion as well as the flute. In response, the examiner disagrees because with the 
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claims given their broadest reasonable interpretation the features are disclosed in 
Fluckiger. The examiner concedes that Fluckiger does not show the features as they 
are disclosed in instant application. 

Applicant argues that Searelle fails to disclose both the circumferential lip and 
transition section. In response, as with the features argued above, the examiner 
disagrees because with the claim given their broadest reasonable interpretation the 
features are disclosed in Searelle. Again, the examiner concedes that Searelle does 
not disclose the features as disclosed in the instant application. Furthermore, the lip is 
considered as "continuous" between its ends. 

As noted in previous office actions, although the claims are interpreted in light of 
the specification, limitations from the specification are not read into the claims. See In 
re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Applicant argues the combination of Searelle and Lieggi is improper because 
there would be no reason to no reason to provide the head of Searelle with a 
uninterrupted circumferential lip as disclosed in Lieggi because each fastener if for 
different application. In response, the examiner disagrees because the advantages 
provided by the lip in Lieggi would be equally applicable to a use with wood as it is with 
drywall in that it would similarly limit the penetration of the countersink. In that regard, it 
should be recognized that both Searelle and Lieggi intend for the head to countersink. 
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Applicant next argues the combination of Searelle and Jones is improper 
because there would be no reason for the combination to provide the shank of Searelle 
with a Knurl. In response, the examiner disagrees. As argues at length in the previous 
office action, the examiner maintains the rejection as being proper. 

Applicant argues that the reason used by the examiner for combining the knurls 
Jones with Searelle is only an ancillary consideration and ignores the reaming function 
of knurls. In response, the examiner disagrees because the test for obviousness is not 
whether the features of a secondary reference may be bodily incorporated into the 
structure of the primary reference; nor is it that the claimed invention must be expressly 
suggested in any one or all of the references. Rather, the test is what the combined 
teachings of the references would have suggested to those of ordinary skill in the art. 
See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Flemming Saether whose telephone number is 571-272- 
7071 . The examiner can normally be reached on Monday through Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Judy Swann can be reached on 571-272-7075. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Flemmfng Saether 
Primary Examiner 
Art Unit 3677 



